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DETAILED ACTION 

Information Disclosure Statement 

1 . The Information Disclosure Statement filed on 06 April 2005 has been 
considered. An initialed copy of the Form 1449 is enclosed herewith. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Patterson (US Patent No.: 6,389,541 B1) in view of Bell et al. (US Pub. No.: 
2003/0130952). 

Referring to claim 1 . Patterson discloses identifying the selected item by correlating 
the determined position of the pressed point with a position of the selected item in a list 
of item positions recorded in an edited object table that is stored in the user workstation, 
said list of item positions being associated with file plurality of items on the portion of the 
physical document (see at least abstract & column 4, lines 1-12, column 7, lines 17-47); 
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• identifying an edited object in the edited objects table from association of the 
edited object with the selected item in the edited objects table (see at least column 4, 
lines 1-12, column 7, lines 17-47); 

• ascertaining whether the user has a license to use and/or copy the edited object 
(see at least column 4, lines 13-28); and 

• if said ascertaining ascertains that the user has the license then accessing the 
edited object from the user workstation and displaying the edited object, and if said 
ascertaining ascertains that the user does not have the license then obtaining the 
license and the edited object from an edited objects server (see at least column 10, 
lines 49-67). 

Patterson does not expressly discloses determining a position of a point-pressed on 
a touch foil of an opto-touch foil aligned over or under a portion of the copyrighted 
physical document, said portion comprising a plurality of items, said point having been 
pressed to select an item of the plurality of items during illumination of the .plurality of 
items by a light emitting-foil of the opto-touch foil, said pressed point aligned proximate 
to the selected item. 

Bell et al. discloses determining a position of a point-pressed on a touch foil of an 
opto-touch foil aligned over or under a portion of the copyrighted physical document, 
said portion comprising a plurality of items, said point having been pressed to select an 
item of the plurality of items during illumination of the .plurality of items by a light 
emitting-foil of the opto-touch foil, said pressed point aligned proximate to the selected 
item (see at least abstract & paragraphs 0071, 0075, fig. 12). 
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Therefore, at the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art to have modified of Patterson to include the step(s) 
taught by Bell et al. as discussed above in order to provide to Access to private markets 
is controlled through passwords and through properties of account profiles such as ■ 
group memberships. 

Referring to claim 2 . Patterson further discloses sending an order for the license to 
an edited objects server (see at least column 4, lines 13-28); 

• receiving the edited object with the license from the edited server (see at least 
column 4, lines 13-28); 

• storing the edited object in the user workstation (see al least abstract & column 1 , 
lines 1-17, column 4, lines 13-29); 

• updating in the edited objects table with a file path for accessing the stored 
edited object (see at least column 4, lines 1-12, column 7, lines 17-47); 

• indicating in the edited objects table that the user has the license (see at least 
column 4, lines 13-28). 

Referring to claim 3 . Patterson further discloses wherein the edited objects server 
communicates with the user workstation via an internet communication network (see at 
least abstract). 

Referring to claim 4 , Patterson does not expressly discloses wherein the physical 
document is a printed document comprising at least one page(s) and wherein (a) the 
portion of the physical document is a page of the at least one page. 
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Bell et al. discloses wherein the physical document is a printed document comprising 
at least one page(s) and wherein (a) the portion of the physical document is a page of 
the at least one page (see at least abstract & paragraphs 0071 , 0075, fig. 12). 

Therefore, at the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art to have modified of Patterson to include the step(s) 
taught by Bell et al. as discussed above in order to provide to Access to private markets 
is controlled through passwords and through properties of account profiles such as 
group memberships. 

Referring to claim 5 . Patterson does not expressly discloses wherein the order for 
the license comprises an identification of the selected physical document the page, the 
selected item, and payment data relating to the selected item. 

Bell et al. discloses wherein the order for the license comprises an identification of 
the selected physical document the page, the selected item, and payment data relating 
to the selected item (see at least abstract & paragraphs 0071 , 0075, fig. 12). 

Therefore, at the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art to have modified of Patterson to include the step(s) 
taught by Bell et al. as discussed above in order to provide to Access to private markets 
is controlled through passwords and through properties of account profiles such as 
group memberships. 

Referring to claim 6 . Patterson further discloses wherein the edited object comprises 
a chapter, notes, a picture, a video element, or an audio element (see at least abstract). 
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Referring to claim 7 , Patterson further discloses wherein said sending the order for 
the license to the edited objects server comprises sending required payment data to the 
edited objects server (see at least column 4, lines 13-28). 

Referring to claim 8 . Patterson further discloses wherein said sending the order for 
the license to the edited objects server comprises sending to the edited object server, a 
request for information concerning the edited object, and wherein the method further 
comprises, receiving the requested information from the edited objects server (see at 
least column 4, lines 13-28); and 

• displaying or playing the received information concerning the edited object (see 
at least abstract). 

Referring to claim 9 . Patterson further discloses license term and condition (see at 
least column 4, lines 13-28); 

• pricing and ordering information (see at least fig. 8); and 

• an identification of the physical documents the page and the selected item (see 
at least abstract). 

Referring to claim 10 . Patterson further discloses wherein said ascertaining 
comprises ascertaining whether a file path to the edited object in the edited objects 
table exists on the user workstation and if said ascertaining ascertains that said file path 
exists on the user workstation then said ascertaining ascertains that the user has the 
license (see at least column 4, lines 13-28, column 10, lines 49-67). 

Referring to claim 1 1 . Patterson further discloses wherein the edited objects table 
comprises rows and columns, wherein each row is associated with a unique edited 
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object and wherein the columns comprises a column for item position a column for item 
name, and column for the file path for accessing the edited object (see at least 
abstract). 

Referring to claim 12 . Patterson further discloses wherein the user workstation is 
selected from the group consisting of an Internet enable cell phone, an Internet 
appliance, a multimedia Personal Computer (PC), a set-top box, a WebTV, a game 
console, and a wireless IP enabled device (see at least column 1 , lines 51-67, column 
2, lines 49-67). 

Referring to claim 15 . Patterson discloses identifying the selected item by correlating 
the determined position of the pressed point with a position of the selected item in a list 
of item positions recorded in an edited object table that is stored in the user workstation, 
said list of item positions being associated with file plurality of items on the portion of the 
physical document (see at least abstract & column 4, lines 1-12, column 7, lines 17-47); 

• identifying an edited object in the edited objects table from association of the 
edited object with the selected item in the edited objects table (see at least column 4, 
lines 1-12, column 7, lines 17-47); 

• ascertaining whether the user has a license to use and/or copy the edited object 
(see at least column 4, lines 13-28); and 

• if said ascertaining ascertains that the user has the license then accessing the 
edited object from the user workstation and displaying the edited object, and if said 
ascertaining ascertains that the user does not have the license then obtaining the 
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license and the edited object from an edited objects server (see at least column 10, 
lines 49-67). 

Patterson does not expressly discloses determining a position of a point-pressed on 
a touch foil of an opto-touch foil aligned over or under a portion of the copyrighted 
physical document, said portion comprising a plurality of items, said point having been 
pressed to select an item of the plurality of items during illumination of the .plurality of 
items by a light emitting-foil of the opto-touch foil, said pressed point aligned proximate 
to the selected item. 

Bell et al. discloses determining a position of a point-pressed on a touch foil of an 
opto-touch foil aligned over or under a portion of the copyrighted physical document, 
said portion comprising a plurality of items, said point having been pressed to select an 
item of the plurality of items during illumination of the .plurality of items by a light 
emitting-foil of the opto-touch foil, said pressed point aligned proximate to the selected 
item (see at least abstract & paragraphs 0071, 0075, fig. 12). 

Therefore, at the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art to have modified of Patterson to include the step(s) 
taught by Bell et al. as discussed above in order to provide to Access to private markets 
is controlled through passwords and through properties of account profiles such as 
group memberships. 

Referring to claim 16 . Patterson further discloses sending an order for the license to 
an edited objects server (see at least column 4, lines 13-28); 



Application/Control Number: Page 9 

10/530,535 

Art Unit: 3621 

• receiving the edited object with the license from the edited server (see at least 
column 4, lines 13-28); 

• storing the edited object in the user workstation (see al least abstract & column 1 , 
lines 1-17, column 4, lines 13-29); 

• updating in the edited objects table with a file path for accessing the stored 
edited object (see at least column 4, lines 1-12, column 7, lines 17-47); 

• indicating in the edited objects table that the user has the license (see at least 
column 4, lines 13-28). 

Referring to claim 17 , Patterson further discloses wherein said sending the order for 
the license to the edited objects server comprises sending to the edited object server, a 
request for information concerning the edited object, and wherein the method further 
comprises, receiving the requested information from the edited objects server (see at 
least column 4, lines 13-28); and 

• displaying or playing the received information concerning the edited object (see 
at least abstract). 

Referring to claim 18 . Patterson further discloses license term and condition (see at 
least column 4, lines 13-28); 

• pricing and ordering information (see at least fig. 8); and 

• an identification of the physical document the page, and the selected item (see at 
least abstract). 

Referring to claim 19 . Patterson further discloses wherein said ascertaining 
comprises ascertaining whether a file path to the edited object in the edited objects 
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table exists on the user workstation and if said ascertaining ascertains that said file path 
exists on the user workstation then said ascertaining ascertains that the user has the 
license (see at least column 4, lines 13-28, column 10, lines 49-67). 

Referring to claim 20 . Patterson discloses identifying the selected item by 
correlating the determined position of the pressed point with a position of the selected 
item in a list of item positions recorded in an edited object table that is stored in the user 
workstation, said list of item positions being associated with file plurality of items on the 
portion of the physical document (see at least abstract & column 4, lines 1-12, column 
7, lines 17-47); 

• identifying an edited object in the edited objects table from association of the 
edited object with the selected item in the edited objects table (see at least column 4, 
lines 1-12, column 7, lines 17-47); 

• ascertaining whether the user has a license to use and/or copy the edited object 
(see at least column 4, lines 1 3-28); and 

• if said ascertaining ascertains that the user has the license then accessing the 
edited object from the user workstation and displaying the edited object, and if said 
ascertaining ascertains that the user does not have the license then obtaining the 
license and the edited object from an edited objects server (see at least column 10, 
lines 49-67). 

Patterson does not expressly discloses determining a position of a point-pressed on 
a touch foil of an opto-touch foil aligned over or under a portion of the copyrighted 
physical document, said portion comprising a plurality of items, said point having been 
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pressed to select an item of the plurality of items during illumination of the .plurality of 
items by a light emitting-foil of the opto-touch foil, said pressed point aligned proximate 
to the selected item. 

Bell et al. discloses determining a position of a point-pressed on a touch foil of an 
opto-touch foil aligned over or under a portion of the copyrighted physical document, 
said portion comprising a plurality of items, said point having been pressed to select an 
item of the plurality of items during illumination of the .plurality of items by a light 
emitting-foil of the opto-touch foil, said pressed point aligned proximate to the selected 
item (see at least abstract & paragraphs 0071 , 0075, fig. 12). 

Therefore, at the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art to have modified of Patterson to include the step(s) 
taught by Bell et al. as discussed above in order to provide to Access to private markets 
is controlled through passwords and through properties of account profiles such as 
group memberships. 

Referring to claim 21 . Patterson further discloses sending an order for the license to 
an edited objects server (see at least column 4, lines 13-28); 

• receiving the edited object with the license from the edited server (see at least 
column 4, lines 13-28); 

• storing the edited object in the user workstation (see al least abstract & column 1 , 
lines 1-17, column 4, lines 13-29); 

• updating in the edited objects table with a file path for accessing the stored 
edited object (see at least column 4, lines 1-12, column 7, lines 17-47); 
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• indicating in the edited objects table that the user has the license (see at least 
column 4, lines 13-28). 

Referring to claim 22 . Patterson further discloses wherein said sending the order for 
the license to the edited objects server comprises sending to the edited object server, a 
request for information concerning the edited object, and wherein the method further 
comprises, receiving the requested information from the edited objects server (see at 
least column 4, lines 13-28); and 

• displaying or playing the received information concerning the edited object (see 
at least abstract). 

Referring to claim 23 . Patterson further discloses license term and condition (see at 
least column 4, lines 13-28); 

• pricing and ordering information (see at least fig. 8); and 

• an identification of the physical documents the page and the selected item (see 
at least abstract). 

Referring to claim 24 . Patterson further discloses wherein said ascertaining 
comprises ascertaining whether a file path to the edited object in the edited objects 
table exists on the user workstation and if said ascertaining ascertains that said file path 
exists on the user workstation then said ascertaining ascertains that the user has the 
license (see at least column 4, lines 13-28, column 10, lines 49-67). 

4. Examiner's Note: The Examiner has pointed out particular references contained in 
the prior art of record within the body of this action for the convenience of the Applicant. 
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Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply. Applicant, in preparing the response, should consider fully the entire 
reference as potentially teaching all or part of the claimed invention, as well as the 
context of the passage as taught by the prior art or disclosed by the Examiner. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
patent examiner should be directed to Shahid Kamal whose telephone number is (571) 
270-3272. The Patent examiner can normally be reached on Monday-Thursday 
(9:00am -7:00pm), Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Khoi Tran can be reached on (571) 272-6919. The fax phone number for 
this origination where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
application may be obtained from either Private PAIR or Public PAIR. 

Statues information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-directed.uspto.gov . 



Application/Control Number: 



Page 1 4 



10/530,535 
Art Unit: 3621 

Should you have any questions on accessing to the Private PAIR system, contact 
the Electronic Business Center (EBC) at 1(866) 217-9197 (toll free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 1(800) 786-9199 (IN USA OR CANADA) or 1(571) 
272-1000. 



Shahid Kamal 
January 4, 2008 



^ANDREW J. FISCHER 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3600 




